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Claim Rejections - 35 USC § 102 

1, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-4, 7, 9, 10, and 13-15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Shields (the portion from the book entitled "Adhesives Handbook"). 

Shields expressed that in general "the application of adhesive to a painted surface is not 
recommended" The reference suggested that the developing bond would only be as strong as the 
bond of the paint to the substrate, moreover, migration of adhesive constituents into some types 
of paint could lead to early failure of the paint substrate interface. Improved performance was 
achieved by removal of the paint film by abrasion or solvent action followed by application of 
the adhesive to the exposed surface. The reference suggested that adhesive bonding was widely 
practiced on painted metal surfaces in the automobile industry. Additionally the reference 
suggested that abrasion was performed with an emery cloth on the surface prior to adhesive 
application. 

Regarding claim 2, the reference to Shields suggested that paint removal would have 
been performed on metal surfaces. Regarding claim 3, note that the adhesive was applied directly 
upon the metal surface. Regarding claim 7, note that the reference suggested that the adhesive 
bonding would have been performed in the automobile industry. It should be noted that in the 
automobile industry, the adhesives employed were carcase adhesive materials. Regarding claims 
9 and 10, the reference suggested that one would have mechanically treated the surface via 
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abrasion with an emery cloth. Regarding claims 13-15, the reference suggested that the adhesive 
bonding operation would have been performed on a vehicle (automobile) part. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

fa) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
ectfon 102 of this title, if the differences between the subject matter sought to be patented and fce pno 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
E^S^S^Mhe art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-4 and 7-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
admitted prior art in view of Shields. 

The admitted prior art expressed that it was known per se to attach metal to another 
material wherein the surface of the metal was painted prior to attempting the bonding operation. 
The reference expressed that carcase adhesives were known for this bonding operation. The 
admitted prior art failed to teach that one skilled in the art would have removed the paint via a 
machining operation prior to the bonding of the layers together wherein the removed paint would 
not interfere with the adhesive bond. 

Shields as discussed above in paragraph 2, expressed that it was commonplace to remove 
the paint from a painted metal surface prior to adhesive bonding as the paint would have been 
well recognized as interfering with the adhesive bond. Shields expressed that in general "the 
application of adhesive to a painted surface is not recommended". The reference suggested that 
the developing bond will only be as strong as the bond of the paint to the substrate, moreover, 
migration of adhesive constituents into some types of paint could lead to early failure of the paint 
substrate interface. Improved performance was achieved by removal of the paint film by abrasion 
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or solvent action followed by application of the adhesive to the exposed surface. The reference 
suggested that adhesive bonding was widely practiced on painted metal surfaces in the 
automobile industry. Additionally the reference suggested that abrasion was performed with an 
emery cloth on the surface prior to adhesive application. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to remove the paint via the operations 
of machining the surface as suggested by Shields in the operation of joining surfaces which have 
been painted as described by the admitted prior art. 

Regarding claim 2, the reference to Shields suggested that paint removal would have 
been performed on metal surfaces. The admitted prior art expressed that the surfaces to be treated 
were metal surfaces. Regarding claim 3, note that the adhesive was applied directly upon the 
metal surface. Regarding claim 4, it should be noted that the processing suggested by Shields 
related to any painted surface whether pretreated with a cathodic dipping finishing operation or 
not and one skilled in the art would have understood that such would have been applicable to all 
metal surfaces which were painted. Regarding claim 7, note that the reference suggested that the 
adhesive bonding would have been performed in the automobile industry. It should be noted that 
in the automobile industry, the adhesives employed were carcase adhesive materials. -Note that 
the admitted prior art suggested the use of carcase adhesives for joining the metal to other 
materials. Regarding claims 8 and 12, note that carcase adhesives were known to be structural 
adhesives as admitted by applicant (a structural adhesive is one which can absorb high strengths) 
and that because the claimed bonding operation was performed by the combination one skilled in 
the art would have expected to attain the same bond strengths. Regarding claims 9 and 10, the 
reference suggested that one would have mechanically treated the surface via abrasion with an 
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emery cloth. Regarding claim 1 1, machining via a milling operation to pretreat a surface prior to 
bonding is taken as conventional mechanical pretreatments within the scope of "abrasion or 
solvent" suggested by Shields for the removal of the paint. As such it would have been within the 
purview of the ordinary artisan to utilize conventional milling operations to pretreat the surface 
prior to the bonding operation. Regarding claims 13-15, the reference to Shields suggested that 
the adhesive bonding operation would have been performed on a vehicle (automobile) part. Such 
was known from the admitted prior art as well. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over the references as 
set forth above in paragraph 4 further taken with Process Handbook on Surface Preparation For 
Adhesive Bonding. 

While it is believed that Shields suggested that one skilled in the art at the time the 
invention was made would have cleaned the aluminum of the paint via a machining operation, 
the reference did not expressly state that cdf (cathodic dipping finishing) was not employed, 
however, it was known as evidenced by Process Handbook on Surface Preparation For Adhesive 
Bonding that when one bonded metals together such as aluminum, various pretreatments which 
did not involve a cathodic dipping finishing operation (anodic bath treatments) were known as 
expressed at page 6 for example and the use of "Super Clean Process" of Thiokol and Hercules 
which was a known alternative to Anodization as described on page 8. clearly, it would have 
been within the purview of the ordinary artisan to select a suitable metal for the processing and 
one skilled in the art at the time the invention was made would have readily understood that the 
bonding operation would have worked upon either the cdf treated metal or the non-cdf treated 
metal surfaces. I would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to remove the paint from a non-cdf treated surface of metal prior to adhesive 
bonding as it was known as evidenced by Process Handbook on Surface Preparation For 
Adhesive Bonding that such non-cdf treated surfaces would have been adhesively bonded with 
abrasive pretreatments in the operation as presented in paragraph 4. 
6. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
references as set forth above in paragraph 4 further taken with either one of Hoffman Sr. or 
Kretow et al. 

The references as set forth above in paragraph 4 did not suggest that one skilled in the art 
would have applied a tape over the adhesive coating prior to the bonding where the tape was 
removed just prior to attachment of the metal components together. However, those skilled in the 
art of making an adhesive bond would have known to provide a release cover over the adhesive 
coating and in particular would have done so when the adhesive bond was not to take place 
immediately as such would have prevented premature bonding with materials which were not 
meant to be adhered as suggested by either one of Hoffman Sr. or Kretow et al. more 
specifically, applicant is referred to Kretow et al at column 6, lines 60-68 and Hoffman, Sr. at 
column 5, lines 30-45 for example. Clearly, in order to provide a means to prevent premature 
adhesive bonding, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to cover the adhesive with a release strip or tape in order to prevent bonding 
until it was desired as suggested by either one of Kretow et al or Hoffman, Sr. in the process of 
bonding portions of an automobile together with adhesive. It should be noted that both of Kretow 
and Hoffman are concerned with joining materials together in the manufacture of an automobile. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Pokorny and Sparka suggested that one skilled in the art would have removed paint 
from a metal surface prior to adhesive bonding in the region where the paint was previously 
present in order to develop a strong adhesive bond. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeff H. Aftergut whose telephone number is 571-272-1212. The 
examiner can normally be reached on Monday-Friday 7:1 5-345 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-1212. 

( JeffH. A^prguJ^ 
\ j^rimary Examiner 
Art Unit 1733 

JHA 

January 20, 2004 


